Amendment dated May 29, 2007 

Repi> to ' >r\e i^t K.vwrtrlS 1 i> 



Docket No.: S6{K)-05 57PU$! 



REMARKS 



Claims 1, 3 and 5-22 are pending in the present application. 
Claims 2 and 4 have been cancelled, 

! 1 V * „ ^ ee 1 h i P< ,v ■< o no : s 

subject matter. 



Claims 1, 4 and 5-9 are rejected tinder 35 U.S.C. 103(a) as being unpatentable over 
Moriyama et al. in view of Nakagawa et al Applicants respectfully traverse Hie rejection. 

In order to highlight certain teachings of Nakagawa et al, Applicants enclose herewith an 
English translation of portions thereof. 

It is submitted that there is no suggestion or motivation to combine Mors yarn a et al with 
Nakagawa et al, and further that the benefit of the present invention is surprising and unexpected 
fern Moriyama et a! and Nakagawa et al. 

/ - A, Wo riyama e t as 

First, with regard to the Examiner's reference (page 3, lines 4-7 and lines 19-22 of the 
Off ce Action) to the butencdioic acid monoalkyl ester-copolymerized acylic elastomer disclosed 
in Moriyama et al, the Examiner will note that the content of 0.1-30% by mole on the basis of 
carboxyl groups copolymerked in the acrylic elastomer in Moriyama et al. is not the content of 
b. m*. c c ~cn mo^oa \s s ^ - *.e->oV"e „ . > < „ 
unreached i < u acid monoalkyl ester monomer remaining in the acrylic elastomer (see 
Abstract; and page 2 * - o ^ . et , 

vhc elastomer diSCiOSt ! linked p 

3 c e i id good con >res ion se i icteristics, a d 

therefore, is useful fos gaskets, O-rings, packings, oil seals and \ arious hos< s u graph [0043]), 
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I-B \ : • k i ig , ■ yvae[ q [ 

The vinyl chloride ^na disclosed in Nakagawa et ah which is produced by 
copolymerization of 99-1% by weight of vinyl chloride monomer with 1-99% by weight of a 
1 J t *k improved heat res;- Cn c. i pact resistance am 

>h 1 % * t • t c j nc heat 

resistance is evaluated by a softening temperature as measured by JIS K6740, the impact 
resistance is evaluated by the impact value as measured by JIS k 1% aid the nuaV s is 
evaluated by the volume rate of flow as measured by using a flow tester (see Example; Table i% 

fa view of the above-mentioned beneficial properties, the vinyl chloride copolymer is 
useful as materials for pipings, valves, automobile parts, window frame, industrial plates, blow- 
formed bottles, pipes, films and sheets, and electrical parts (page 4, right upper column, lines 7- 
17; page 4, lines 15-24 of partial translation), 

/ - €. C oml t gawa ei al 

The vinyl chloride copolymer disclosed in Nakagawa et al is not a rubbery el astomer but 
a resm, and attains the purpose of improving heat resistance, impact resistance and moldabslitj . 
as compared with a conventional vinyl chloride resin. These beneficial properties are generally 
re< a n i i 1 ^ . 

Clearly Moriyaroa et al and Nakagawa et al are completely nonanalogous art. Any 
artisan would not be motivated to substitute the "hutenedioie acid monoalkyl ester" 
copolynierimi in the acrylic elastomer in Moriyama et al with "iumaric acid eycloaikyl ester" 
eopoiymerized in the vinyl chloride copolymer resin in Nakagawa et al. 

The Examiner has identified two disparate references which the Examiner alleges 
o i ' i of 1 > . is ) \ v i -> s \K e i t „ %, J 

^ N< ' , , ent claim a? jresent in the prior art does not necessarily mean 

that the invention is obvious. "This is so because inventions in most, if not alb instances rely 
upon building blocks long since uncovered, and claimed discoveries almost of necessity will be 
combinations of what, in some sense, is already known." KSF. International Co, v. Teiefiex Inc., 
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82 USPQ2d 1 385, 1 389 (U.S. 2007). A reason for the skilled artisan to & what is claimed is part 
of the obviousness inquiry. Justice Kennedy states: "As is clear from cases such as Afems [383 
U.S. 39, (1966 {, a paten composed >f $e\ ra elements is not proved obvious merely by 

emonstrating that each of its eieme t i , ltly. k ep 

important to identify a f « so at wot iavt n ted a person of ordinary skill in the relevant 

lei c J u i t ic claimed new invention does ?' ' ? < 

Co. at 1396. 

Here, the Examiner states that the artisan would expect improved heat resistance, impact 
resistance and moldabihty by incorporating the monocyeiohexy! fomaratc of Nakagawa et al. 
into the acrylic rubber of Moriyama et al., see last paragraph of page 4 of the outstanding Office 
Action. Applicants respectfully disagree. First the acrylic elastomer of Moriyama et al. is very 
different in composition and properties from the vinyl chloride polymer ofNakagawa etal 
Second, Moriyama et al. axe completely silent about the use of vinyl chloride (monomers or 
polymers) in their composition, and as such, there is no teaching of interchangeability of vinyl 
chloride and aery] ate monomers. 

In view of the fact that the compositions of Moriyama et al. and Nakagawa. et al are 
distinct in properties and structure, the outcome would not be predictable, aud as such, the artisan 
would not have a good reason to pursue the teachings ofNakagawa et al. to modify Moriyama et 
al. Despite the Examiner's urgings, the artisan would not anticipate success by modifying 
Moriyama et al. with Nakagawa et al. 

in conclusion, the presently claimed invention amounts to a real innovation over the prior 
an are y >- »v, ; <u case of obviousness cannot be said to exist. 

/ - D Jhvy o i<.J A mv.'Vh 

Even assuming arguendo that & prima facie case of obviousness were to exist, it is further 
submitted that the benefit of the present in vention is surprising and unexpected from Moriyama 
et al and Nakagawa et al and as such, the unexpected results would ovecome the prima facie 
case of obviousness. 
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The acrylic rubber of the present invention is characterized as being not scorched at an 
initial shaping stage t\e" houghaavss nk j= act h rated Lb < - cirs< 

reduced permanent set (i.e., compression set). 

I or example, piea.sc con pare Example i wdh Conipai rave Example 1 in Fable 2 on page 
s ti d Examp Com\ e Examples 2 and 3 in Table 3 on 

page 26. The acrylic rubber composition described in Example 1 is the same as that described in 
Comparative mple 1 xlt \i > xamjple 4 is the same j 1 ! \amples2 

and 4 except that the acrylic rubbers of Examples I and 4 are monocyclobexyl mniar&te- or 
nianoeyclohex] taleate- < - ;ed acrylic rubber, and tho&e o* i , * -3 

are mojto-n-bmyl fomarate- or maleate-copolymerixed acrylic rubber. The factual data given in 
these working exs spies are 5 1 . • , i j v ; 
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1 1 B*l 




! Ex.4 




Co. Ex. 3 


1 Acrylic Rubber 

| Compositcn of A cry ii: Rubber (wtl) 








E 




| B thy] aery fete 


58 


58 








| n-Butylactykus 


40 


40 


40 






| rt-M ethoxyethylaciryfete 






20 






M »r<( oh s_ ; \ r-rr. 


2 




~ 






M onocyebhexy its abate 






2 






M ono~n-butyl fuss arate 




2 








I M oiso-n-butylsB afeate 










•2 


r , di'nJ si i-i-n b 1 b >t t 












com positim 'parts) *1 












Aetylfc rabber 


100 


100 


100 


100 


100 


i its e 


0.5 


0.5 






- 








0.5 


0.5 


0.5 


I) ro-to^feuaniiiie 


2 


2 








M coney scotch tb e (t5) & ii) 


6.S 


45 


17.8 


10.4 


10 | 


Bxttusim proeessahijity 












Edge 






4 


3 




Smoothness 






4 






| G other 






4 






D ry physbal properties 












Tensile strength 14 Pa) 


1 1.6 


ii. e 


1.L2 


10.8 


10.8 




240 


210 


220 


200 


200 


Ik-atiesstance 


65 


70 


70 


71 




< hange * - (;i 


13 


14 








1 b iMf i- ss o.it > [ f'o 






S 




11 | 


Com pressim set $) 


13 


20 


IS 


18 


38 ^ 


Resiiualliish *2 












Fliidiy fecal? leadie-g) 






... 







*I Each < > jtfcri furth ; f t n k, 2 parts • 

stearic acii and 2 parts of 4,4-bis (a ,a "dfc etlr/beozyBdpheaykn he fentbxiiant) 
(these iigred feats are not recited above is tire tabfe) 
C ' ■ > • b* ^ , - ^ osmoMiu, 
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As seen from the above factual data, the acrylic rubber composition comprising 
mcmoeyciohexyl fumarate- or monocyclohexyl maleate-copolynierized acrylic rubber according 
to the present invention exhibits improved scorch stability and gives a. rubber vuicanizate 
havh i rcdn &c i 5 essi©B set as compared with the acrylic rubber composition comprising a 
mono-n-butyl furnarate- or mateaie-copolymerized acrylic rubber (Comparative Examples 1-3). 

it would be surprising and unexpected from Moriyama et aJ that the improved scorch 
stability and the reduced compression set of the acrylic rubber ».or- v^r.or comprising 
nonocs > xy\ iarate- or monocyciohexyl maicatc-c > ernenzed acr ie rubber according 
to the present invention, as compared with the acrylic rubber composition comprising a mono~n~ 
mt> . i m rate- ot mi icab -cope yt lerized acrylic rubber as described in Moriyama et al 

Nakagawa et al suggests nothing about the improved scorch stability and the reduced 
ei:ns o _ ^r\i^ a ic. \ i x * at- or 

ionocyclobex 1 > e i c 5g to the present inven 

Therefore, the subject matter of claim 1 and depending claims 3 and 5-9 would not be obvious 
over the hypothetical combination of Moriyama et al with Nakagawa et al, 

- ^ g, significant patentable distinctions exist between the resen 
invention and to v s i ' ah As such, withdrawal of the 

rejection is respectfully requested. 

In view of the above amendment, applicant believes the pending application is in 
cone? m bi < ^mce 

Concl usion 

In view oi the above remarks, it is believed that claims arc allowable 

Should there be any outstanding matters that need to be resolved in the present 
>lica Examiner is e c c ct ( x i \ r j D i Ree. 

No, 43,575 at the telephone number of the undersigned below, to conduct an interview in an 
effort to exp 1 ition in connection wit t tppHcaiiot 



7 



MSW/GMD/mua 



Appltcat* j No I0'5I7 705 Docket No.: 1600-01 57PUS) 

Amendment dated May 29, 2007 

Reply to Office Action of November 2 8. 2006 

If necessary, the Commissioner is hereby authorized in this, concurrent, and future 
replies to charge payment or credit any overpayment to Deposit Account No. 02-2448 for any 
*dd ti nal fees required undei 37.C.P.R, §§1.16 or 1.14; particularly, extension oi time fees 

Dated: May 29, 2007 Respectful K suhrnined. 

13. r_ J ^ - 

Marc S. Werner **" 
Registrati on No.: 32,181 

BIRCH, STEWART, KOLASCH & BIRCH, LLP 
81 10 Gatehouse Road 
Suite 100 East 
P.O. Box 747 

Falls Church, Virginia 22040-0747 
{703} 205-8000 
Attorney for Applicant 

Enclosed : Partial English Translation of Nakagawaet ai. <JP 02-269709} 
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